
united stat^ 5 Department of commerce 

Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



SERIAL NUMBER I FILING PATE I 



HRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. 



08/45S ? 019 06/01/95 JOHNSON 



1SN2/101S 
SUQHRUE MION ZINN MAC PEAK AND SEAS 
2100 PENNSYLVANIA AVENUE NW 
WASHINGTON DC 20037-3202 



This Is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



E 



ft-6274- 



EXAM1NER 



LILLINS.H 

ART UNIT | PAPER NUMBER 



1308 
DATE MAILED: 



10/18/915 



1^3 This application has been examined 0 Responsive to communication filed onlvjj^XylSSS^ ^ This action Is made final. 



A shortened statutory period for response to this action is set to expireHH^^Emonthts), 
Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 1 33 

Part I THE FOLLOWING ATTACHMENTS) ARE PART OF THIS ACTION: 



ays from the date of this letter. 



1. d Notice of References Cited by Examiner, PTO-892. 

3. □ Notice of Art Cited by Applicant, PTO-1449. 

5. CD Information on How to Effect Drawing Changes, PTO-t474„ 



2. O Notice of Draftsman's Patent Drawing Review, PTO-948. 

4. □ Notice of Informal Patent Application, PTO-152. 

6. □ 



Part II SUMMARY OF ACTION 



I .^^Claim s QS^^^ 



_ are pending in the application. 



Of the above, claims _ 

2. □ Claims 

3. d Claims 



Acclaims 

5.E3 Claims 

Claims 



_ are withdrawn from consideration. 

have been cancelled. 

are allowed. 

are rejected. 

are objected to. 



_ are subject to restriction or election requirement. 



7. O This application has been filed with informal drawings under 37 C.F.B. 1 .85 which are acceptable for examination purposes. 

8. n Forma! drawings are required in response to this Office action. 
9. 0 The corrected or substitute drawings have been received on _ 



Under 37 C.F.R. 1 .84 these drawings 



are □ acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

. has (have) been D approved by the 



10. C3 The proposed additional or substitute sheet(s) of drawings, filed on 
examiner; □ disapproved by the examiner (see explanation). 



, has been □ approved; □ disapproved (see explanation). 



11. CD The proposed drawing correction, filed 

12. □ Acknowledgement Is made of the claim for priority under 35 U.S.C. 1 1 9. The certified copy has □ been received □ not been received 

Q been filed In parent application, serial no. ; filed on . 

13. n Since this application apppears to be In condition for allowance except for formal matters, prosecution as to the merits Is closed In 

accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 

14. □other 
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15. Receipt is acknowledged of the preliminary amendment 

filed June 01, 1995. This application is a Continuation of prior 
application 08/067,797 filed on May 27, 1993. 



16. Claims 25-34 are present in the instant application. 
Claims 21-24 have been cancelled. 

17. The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same 
and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

The specification is objected to under 35 U.S.C. § 112, first 
paragraph, as enabling for the claimed microorganisms in accordance 
with the U.S. Rules of Deposits. 

It is apparent that the additional strains are required to 
practice the claimed invention (s) as recited in the claims. As a 
required element it must be known and readily available to the 
public or obtainable by a repeatable method set forth in the 
specification. If it is not so obtainable or available, the 
enablement requirements of 35 U.S.C. 112, first paragraph, may be 
satisfied by a deposit of these additional strains. See 37 C. F. 
R. 1.802. 
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If a deposit has not been supplied or made under the 
Budapest Treaty, then an affidavit or declaration by Applicants or 
someone associated with the patent owner who is in a position to 
make such assurances, or a statement by an attorney of record over 
5 his or her signature, stating that the deposit has been made under 
the terms of the Budapest Treaty and that all restrictions imposed 
by the depositor on the availability to the public of the 
deposited material will be irrevocably removed upon the granting 
of a patent, would satisfy the deposit requirements, See 37 CFR 
10 1.808. 



If a deposit is not made under the terms of the Budapest 
Treaty, then an affidavit or declaration by Applicants or someone 
associated with the patent owner who is in a position to make such 
15 assurances, or a statement by an attorney of record over his or her 
signature, stating that the deposit has been made at an acceptable 
depository and that the following criteria have been met: 

a) during the pendency of the application, 
access to the deposit will be afforded to one determined by the 
20 Commissioner to be entitled thereto; 



b) all restrictions imposed by the depositor 
on the availability to the public of the deposited material will be 
irrevocably removed upon the granting of a patent; 
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c) the deposit will be maintained for a term 
of at least thirty (30) years and at least five (5) years after the 
most recent request for the furnishing of a sample of the deposited 
material ; 

d) a viability statement in accordance with 
the provisions of 37 CFR 1.807; 

and 

e) the deposit will be replaced should it 
become necessary due to inviability, contamination or loss of 
capability to function n the manner described in the specification. 

In addition, the identifying information set forth in 
37 CFR 1.809(d) should be added to the specification, See 37 CFR 
1.803-37 CFR 1.809 for additional explanations of these 
requirements . 

18. Claims 25-34 stand rejected under 35 U.S.C. § 112, first 

paragraph as the claimed invention is not described in such full, 
clear, concise and exact terms as to enable any person skilled in 
the art to make. 
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The following decisions which may be pertinent to the 
claimed language which may be extremely broad for the 
microorganism, see: In re Fisher , 168 USPQ 18, 24 (June 11 1970) 

5 Such improvements, while unobvious from his teachings, are still 
within his contribution, since the improvement was made possible by 
his work. It is equally apparent, however, that he must not be 
permitted to achieve this dominance by claims which are 
insufficiently supported and hence not in compliance with the first 

10 paragraph of 35 U.S.C. 112. that paragraph requires that the scope 
of the claims must bear a reasonable correlation to the scope of 
enablement provided by the specification to persons of ordinary 

skill in the art In cases involving unpredictable factors, 

such as most chemical reactions and physiological activity, the 

15 scope of enablement obviously varies inversely with the degree of 
unpredictability of the factors involved. 

In view of the broad claimed language, the above statement: 

20 It is equally apparent, however, that he must not be permitted to 

achieve this dominance by claims which are insufficiently supported 
and hence not in compliance with the first paragraph of 35 U.S.C. 
112 . that paragraph requires that the scope of the claims must 
bear a reasonable correlation to the scope of enablement provided 

25 by the specification to persons of ordinary skill in the art.. 



19 . The following is a quotation of the appropriate 

paragraphs of 35 U.S.C. § 102 that form the basis for the 
3 0 rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date 
35 of application for patent in the United States. 

Claims 25-34 are rejected under 35 U.S.C. § 102(b) as 

anticipated by or, in the alternative, under 35 U.S.C. § 103 as 

obvious over Fleno et al, U.S. 5,356,810. Fleno et al, U.S. 

5,356,810 is considered to be within the scope of the broad claims. 



40 
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20. 



The lengthy specification has not been checked to the 



extent necessary to determine the presence of all possible minor 
errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 



communications from the examiner should be directed to Examiner 
Lining whose telephone number is (703) 308-2034. Any inquiry of 
a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number 
is (703) 308-0196. 



21. 



Any inquiry concerning this communication or earlier 



H.J. Lilling : HJL 
(703) 308-2034 
Art Unit 1808 
October 15, 1995 
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